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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 12 January 2004 . 
2a)|El This action is FINAL. 2b)D This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) £3 Claim(s) 2-15 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 
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7) D Claim(s) is/are objected to. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

The amendment filed January 12, 2004 is acknowledged and has been entered. Claims 
2-5, 14, and 15 have been examined on the merits. The text of those sections of Title 35, U.S. 
Code not included in this action can be found in a prior Office action. 

Claim Rejections - 35 USC § 103 

Claims 2-5, 14, and 15 stand/are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cone et al. (Southern Pulp and Paper Manuf, 1956), Tiarks et al. (Basic Life Sci., 1992), 
Matthews et al. (Phytochem., 1997), Burmester et al. (Holz als Rho-und Werkstoff, 19886 - 
CABA Abstract), and Soto et al. (Abstract from Brazilian Symposium - 6th Proceedings, 1999: 
IDS reference) for the reasons set forth in the prevous Office action which are restated below. 

The references are relied upon for the reasons discussed in the previous Office action. 

If not expressly taught by one or more of the cited references, based upon the beneficial 
teachings provided by the references as a whole with respect to the use of a lower alcohol and/or 
a lower alcohol/aqueous solvent to extract tannin from pine, it would have clearly been obvious 
to one of ordinary skill in the art at the time the claimed invention to adjust this particular 
conventional working condition - i.e., the result-effective adjustment in the amount and/or ratio 
of lower alcohol to water (as well as adjusting other conventional working conditions - e.g., 
determining an appropriate temperature for such tannin extraction within the broad temperature 
range instantly claimed) is deemed merely a matter of judicious selection and routine 
optimization which is well within the purview of the skilled artisan (especially since it is 
notoriously well recognized in the art, as evidenced by one or more of the cited references, that 
lower alcohols and/or water are effective for extracting tannin from pine). 
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Thus, the invention as a whole is prima facie obvious over the references, especially in 
the absence of evidence to the contrary. 

Applicants' arguments have been carefully considered but are not deemed to be 
persuasive of error in the above rejection. Applicants argue that it would not be a mere matter of 
judicious selection and routine optimization to select/determine a ratio of lower alcohol to water 
because selecting the ratio of extractant components in an extraction mixture is not necessarily 
straightforward, and cite Tiarks et al. to support this argument by stating that Tiarks et al. teach 
that solvent selection must be carefully considered since the "solvent used can affect the amount 
of tannin extracted and the biological activity of the tannin". However, this teaching does not 
alter the reasoning that such selection is well within the purview of the skilled artisan, as 
discussed in the previous Office action. Further, the claims are not commensurate with the 
argued lower alcohol/aqueous solvent ratio limitation. Applicants also argue that, as amended, 
the claimed tannin extract must have a specific viscosity range. However, the newly recited 
phrase in claim 14: "wherein the recovered tannin has a viscosity range of 1000 to 6000 mPa/s in 
an aqueous solution" does not change the USC 103 rejection above because, as readily admitted 
by Applicants on page 9 of their response, extraction with a 1:1 (50:50) mixture of methanol to 
water (as shown in Table 2 of the instant specification) - such as disclosed by Tiarks et al. and 
Matthews et al. - results in an aqueous solution having a viscosity range of 2000-7000 mPa/s, 
which is almost entirely within the instantly claimed range (i.e., 2000-6000 mPa/s) - i.e., it 
significantly overlaps the instantly claimed viscosity range. Further, this future tense intrinsic 
limitation has not been afforded any patentable weight because, as drafted, it is not limiting - i.e., 
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if one or more of the reference tannin extracts were put into an appropriate aqueous solution 
(e.g., to provide such viscosity), their viscosity would intrinsically be within the claimed range. 
Applicants further argue that Tiarks et al. teach away from the claimed invention because 
although they mention using methanol or methanohwater mixture in tannin extraction, they 
specifically state that when using single extractants "acetone- water usually is more effective than 
absolute methanol or methanol-water". However, this teaching is not deemed to teach away 
from the claimed invention, particularly since Tiarks et al. expressly disclose that methanol or 
methanohwater can be used, and are thus suitable, for such purpose; and that all three extraction 
solvents (i.e., absolute methanol, methanol: water, and acetone:water) have been used with 
varying degrees of success with respect to pine tannin extraction (see, e.g., bottom of page 598). 
Applicants also argue that the Examiner has provided no evidence supporting the statement that 
determining extraction temperatures is a matter of routine optimization and, 'in fact, Cone 
suggests that such temperatures are not well known given that tannin extraction is "quite 
difficult" and requires "expert development work" \ Thus, Applicants would appear to allege 
criticality with regard to the temperature range of the claimed extraction process. However, 
there is not clear and convincing evidence of criticality now of record. Further, it is 
reemphasized that it is notoriously well known and customary in the herbal art to extract herbal 
plants within the broad temperature range instantly claimed including within the broad preferred 
temperature range of 15-65°C (which encompasses commonly-employed room temperature 
extraction as well as large temperature ranges above and below room temperature). In addition, 
the passage cited by Applicants with respect to the Cone reference does not in any way suggest 
that such extraction temperature are not known. 
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Applicant's amendment necessitated the new ground(s) of rejection presented in this 

Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 

Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 



This application contains claims 6-13, drawn to an invention nonelected with traverse in 
Paper No. 12. A complete reply to the final rejection must include cancellation of nonelected 
claims or other appropriate action (37 CFR 1.144) See MPEP § 821.01. 



No claim is allowed. 

As requested, copies of the initialed Information Disclosure Statements originally filed on July 
25, 2002 and April 9, 2003 are attached hereto. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Christopher R. Tate whose telephone number is (571) 272-0970. If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Brenda 
Brumback, can be reached at (571) 272-0961. 



Conclusion 




Christopher R. Tate 

Primary Examiner, Group 1654 



